Sent By: ; 



9732498331 ; 



Nov- 1 



10:58AM: 



RECEIVED 



IN 



IBEiMTBD STATES ^■nr.. , „ ^.20 « 

fc 2800 CWTROOM 



In re Application of: 

OalynA. Schulz 

U.S. Serial No. 09/686,210 

Filed: October 1 1 , 2000 

Docket No. 2107 (FJ-98-4) 

For: APPARATUS AND METHODOLOGY 
FOR EMBOSSING FIBROUS WEBS 
CONTAINING CONTAMINANTS 



Examiner: RJ„ Yan 

Group Art Unit: 2854 

VIA FACSIMILE - 
AFTER FINAL 
703-308-5841 



7 A 



Assistant Commissioner for Patents 
Washington, D.C. 20231 



RESPONSK AND RfeQi i.*r pap pur sqnai. INTRff vipw 1?Qq 




Sin 



This letter is responsive to the Official Action of Auga* 30, 2002 finally rejecting 
Claims 1-16 in the above-noted case. 

In the Office Action of August 30, 2002, all of the claims were finally rejected on the 
bast, of obviousness, only, over United States Patent No. 5,269,983 of Schulz (inventor herein) 
mvi e wofUnite dS t a t es PatentNo.5,215,617 t o(7,« P , The Examiner acknowledged, however 
that neither reference discusses the problem, associated with processing recycled fiber with 
contaminants as is claimed in this case: 



Even though neither Schulz not Grupe discusses the problems associated with 
processing recycled fiber, one of ordinary skill in the* would h™ It 



Received from < 9732498331 > at 1 1/19/02 10:58:21 AM (Eastern Standard Time] 



Sent 8 y ; i 9732498331 



Nov-1^|2 10:59AM; Page 3 



2 



the embossing machine us taught by Schulz and Grupe is well capable of 
processing fibrous web containing recycled pulp without suffering excessive w 
due to the contaminants in the pulp simply because this embossing machine 
having the steel and rubber embossing roller pair with their respective Shore A 
hardness would tolerate the contaminants in the recycled pulp the same way as 
would the embossing machine of the present invention. 

August 30 Office Action, pp. 3-4 

The present invention is specifically directed to a method of processing recycle fiber 
containing contaminants (including stickles in many claims) and is thus believed patentable ov 
the cited references which do not suggest the damage problem solved by the invention. The 
MP£P specifically provides that "ordinary skill in the art* 5 cannot be a sufficient basis to reject 
claims. 



FACT THAT THE CLAIMED INVENTION IS WITHIN THE 
CAPABILITIES OF ONE OF ORDINARY SKILL IN THE ART IS NOT 
SUFFICIENT BY ITSELF TO ESTABLISH PRIMA FACIE 
OBVIOUSNESS 



A statement that modifications of the prior art to meet the claimed invention 
would have been "well within the ordinary skill of the art at the time the claimed 
invention was made" because the references relied upon teach that all aspects of 
the claimed invention were individually known in the art is not sufficient to 
establish a prima facie case of obviousness without some objective reason to 
combine the teachings of the references. Ex parte Levengood^ 28 USPQ2d 1300 
(BA Pat. App. & Inter. 1993). See also In re Kotzab, 217F.3d 1365, 1371, 55 
USPQ2d 1313, 1318 (Fed. Cr. 2000) (Court reversed obviousness rejection 
involving technologically simple concept because there was no finding as to the 
principle or specific understanding within the knowledge of a skilled artisan that 
would have motivated the skilled artisan to make the claimed invention); Al-Site 
Corp. v, VSI TnH Inc., 174 F.3d 1308, 50 USPQ2d 1161 (Fed. Cir. 1999) (The 
level of skill in the art cannot be relied upon to provide the suggestion to combine 
references.)- 

MPEP §2143.01, 4 th heading 



Moreover, the Examiner's conclusion is at odds with the Declaration filed June 27, 2002 
by one ofskill in the art that the invention showed surprising resistance to damage; 
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8. 



7. That such objects fed to a conventional embossing nip would cause extensive 
damage to matched embossing rolls, a steel/sled m«u*ed^S?SSSS- 
dT^K ««I t^t neither paper 7 " 

damaged the embossing rollers when the meth.nl of £ e invention of tn C 

^r^dt? HCati ° n CDlpl0yed " FoI1 °^ » Ipt from a 
research report detailing operation of the method of the invention of the 
above-noted patent application: 

As part of the trial items such as a paper clip, a dime, and wadded naner 
were passed through the nip of the 100/60 durometer sieevT^eS 
were taped to the emboss roil and ran through the emboss nTp fiJto 

damage could be detected on either the 1 00 durometer ferWlL or the 

Al J? 2 I 2 uned * the targeted 1- P l y tissue attributes 

Also during the set up of the 100/60 durometer emboss sleeves there were 

sleeve An ^ mb ° SS8ap - Neithef tIle 100 dimeter female 

sleeve nor the 60 durometer male sleeve was damaged. 

JmboS^ m T ; han twem y- fiv * (25) years of experience with 

ST™ 7ft 1 mth2 S™\ contaminants such as coins fed to the nip without 
damage to the embossing rollers. Such damage is difficult (as wellas 

Snety * "* t£> SieniflCant down *»* ^expensive 

Declaration of Galyn Schulz of June 27, 2002, f7-8 

In view of the above, it is believed Ihis case is entitled to patent protection. Undersigned 
Counsel will call to arrange a personal interview. 

Respectfully submitted, / 

Michael W. Ferrell ^C&i 

Attorney for Applicants A, ni ^'t^A 

r .i m.„ Reg. No. 31,158 N °V 1 6 * U 

Ferrell S ,PLLC ~ •« 

P.O. Box 312 Q tiOtlo * 

Clifton, Virginia 20124-1706 ^ H 7?fl n 

Telephone: 703-266-3000 V v 
Facsimile: 703-266-6000 
November 19,2002 
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CERTIFICATE OF MAILING BY FACSIMILE (37 CFR 1.8) 

Applicants): GalynA. Schuh 


Dockel No. 
2107(FJ-98-4) 


Serial No. 
09/686,210 


Filing Date 
October 11,2000 


Examiner 
R.L. Yan 


Group Art Unit 
2854 



Invention: APPARATUS AND ME THODOLOGY FOR EMBOSSING FIBROUS 
CONTAINING CONTAMINANTS 



I hereby certify that this Response and Request/or Personal Interview is being facsimiled to Examiner 
R.L. Yan (Group 2854) at 703-308-5841 and addressed to the Assistant Commissioner for Patents, 
Washington, D.C. 20231 on November 19, 2002. 



Carol R. Maddaloni 

(Typed or Printed Name of Person Faxing Correspondence) 

(Signature of Person Faxing Correspondence) 



Note: Each paper must have its own Certificate of Mailing. 
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